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r, - .*"L he M AIUNG DA TE of mis communication appears on the cover sheet with the correspondence address 

Period for Reply ""^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" ^1x7™^ of 37 CFR 1 136(a) - ln no event - however ' ma y a rep'y «>• «™iy filed 

atter s> IX (6) MONTHS from the mailing date of this communication • r j > 

' If NO ItTnVZ Zl SpeCif ' B r iS T thanthirt y < 30 > da y s - a re P'y within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will exDire SIX (6i MONTHS fmm the main™ Z^Z Z ?Z • y ' • 

- Failure to reply within the set or extended period for reply will, ^statute, cause »?e applS commun.cation. 

" rSj^aSS? ISSrVST^S' 8fter ^ maiNn9 ^ ° f thiS — iCai> °- «" -V ^u'e In 1 y 33) - 

Status 

1 )[EI Responsive to communication(s) filed on 28 October 2002 . 
2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims ' 

4) |EI Claim(s) 1^7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE1 Claim(s) U7 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 05 April 2001 is/are: a)D accepted or bM objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Staqe 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachments) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) |_J Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Response to Arguments 

1 - In view of the Appeal Brief filed on October 28, 2002, PROSECUTION IS HEREBY 
REOPENED. New rejections and a rebuttal to the Reply Brief are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1 . 1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) or 
other evidence are permitted. See 37 CFR 1.193(b)(2). 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, a "clamping structure" must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 

3. The drawings are objected to under 37 CFR 1 .83(b) because they are incomplete. 37 
CFR 1.83(b) reads as follows: 

When the invention consists of an improvement on an old machine the drawing 
must when possible exhibit, in one or more views, the improved portion 
itself, disconnected from the old structure, and also in another view, so 



Application/Control Number: 09/763,254 x> ? 

rage i 

Art Unit: 2834 

much only of the old structure as will suffice to show the connection of 
the invent xon therewith. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance . 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. It is not clear to the examiner whether the insulating layer (15) is disposed between 
some or all of the layers of the multi-layered structure of the piezoelectric actuator of the claimed 
invention. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

fitTlOlTlZm* -?l ain ; d *° Ugh * 6 inVenti ° n is not identica "y discl °^ or described as set forth in 

Tl \ l I ' thC dlfferences between th e subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would hav e been obvious at the time the invention was made t^ a rTerTon 
having ordinary skill ,n the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner m which the invention was made. 8 y ne 

7. Claims 1-4 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,945,770A to Hanafy in view of U.S. Patent no. 5,245,734 to Issartel. 

Hanafy clearly teaches the construction of a piezoelectric actuator with: 
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a multi-layered structure of piezoelectric layers (24, 26, 28) and electrodes (40, 
70) disposed between them; 

an alternating lateral contact (50, 52) of the electrodes, wherein in the region 
between two piezoelectric layers, which contains one of the electrodes that are 
respectively contacted on opposite sides from one another; 

a shape (difference in elevation shown in Figures 2 and 3) of the multi-layered 
structure which permits an increased mechanical stress to be exerted; and 

a static shield (not shown), which is a gold-coated mylar layer coupled to the 
transducer chassis ground, disposed on top of the third layer of piezoelectric material 
(28); 

for the purpose of providing better electrical match between the ultrasound transducer and the 
ultrasound system to which it is coupled to. 

However, it fails to disclose a neutral phase (7) without an electrode layer. 

Issartel teaches the construction of a piezoelectric actuator with a neutral phase without 
an electrode layer, and an insulating layer (4a) is disposed between of the layers of the multi- 
layered structure as shown in Figure 1. 

It would have been obvious to one skilled in the art at the time the invention was made to 
use the shape of the multi-layered structure disclosed by Hanafy on the neutral phase 
piezoelectric actuator disclosed by Issartel for the purpose of providing better electrical match 
between the ultrasound transducer and the ultrasound system to which it is coupled to. 
8. It would have also been obvious to one having ordinary skill in the art at the time the 
invention was made to "clamp" the piezoelectric device to an electronic board or circuit in order 
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to use it, since it has been held that the omission of an element and its function in a combination 
where the remaining elements perform the same functions as before involves only routine skill in 
the art. In re Karlsom 136 USPQ 184. 

9. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,945,770A to Hanafy in view of U.S. Patent no. 5,245,734 to Issartel as applied to claims 1-4 
and 6-8 above, and further in view of common knowledge in the art. 

Referring to claim 5, no patentable weight has been given to the method of 
manufacturing limitations (L e. grinding), since "even though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the product 
in the product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro J. Cuevas whose telephone number is (703) 308-4904. The 
examiner can normally be reached on M-F from 8:30 - 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nestor R. Ramirez can be reached on (703) 308-1 37L The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 305-1341 for regular 
communications and (703) 305-3432 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 



Pedro J. Cuevas 
December 17, 2002 




NESTOR RAMIREZ 

SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 



